S.N. 10/066,694 
Remarks: 

Applicants note that the undersigned attorney contacted the Examiner, Mr. 
Nguyen, to advise of the filing of the Amendment. The Examiner is invited to 
schedule an interview if deemed appropriate. By the above amendment, all claims 
have been amended to recite an "apparatus" as the claimed structure. Additionally, 
claim 1 has been amended in a manner which is considered to overcome the 
objection thereto and minor amendments have been effected in other claims. 
Further the title and abstract have been amended. 

The rejection of claims 1-14 under 35 USC §101 as claiming the same 
invention as that of claims 1-3, 6-11, 14-18 of prior U.S. Patent 6,384,680, is 
traversed insofar as it is applicable to the present claims, and reconsideration and 
withdrawal of the rejection are respectfully requested. 

At the outset, applicants note that by the present amendment, each of the 
independent claims 1, 5 and 10, and therewith the dependent claims have been 
amended to delete recitation of "A base station suitable for use in a multi-carrier 
mobile communications system, which is equipped with an RF Amplifier comprising" 
and now recite "Apparatus comprising" . Applicants submit that the recitation of 
"Apparatus comprising" defines a class of invention which differs in scope from the 
class of in vention previous recited , i.e., "A base station suitable for use in a multi- 
carrier mobile communications system, which is equipped with an RF Amplifier 
comprising" as well as the class of invention of "RF Amplifier comprising" of U.S. 
Patent No. 6,384,680. That is, the present recitation of an apparatus is of a different 
scope and of a broader scope of class of invention than that of a base station 
suitable for use in a multi-carrier mobile communications system or RF amplifier. 
Applicants submit that irrespective of the position of the Examiner concerning a 
"preamble", all words of a claim must be given consideration and a class of 
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invention is defined by the recitation of "apparatus" which differs from a class of 

invention of "base station" and/or "RF Amplifier". 

Although the Examiner contends that the claims are rejected under 35 USC 

§101 as claiming the "same invention" as that of claims 1-3, 6-1 1 and 14-18 of prior 

U.S. Patent 6,384,680, applicants note that the claims referred to by the Examiner 

are directed to a class of invention of "RF amplifier" per se. As is recognized by the 

Patent Laws, an "apparatus" as now claimed is not limited to an "RF amplifier" as 

recited in U.S. Patent No. 6,384,680. Accordingly, applicants submit that the 

Examiner must give consideration to the features as claimed. Reference is made to 

the decision of In re Voael and Voael. 164 USPQ 619 (CCPA 1970) which indicates 

that the first question in the analysis of double patenting is: "Is the same invention 

being claimed twice?" Further, the court indicates that: 

By "same invention" we mean identical subject matter . Thus, the invention 
defined by a claim reciting "halogen" is not the same as that defined by a 
claim reciting "chlorine" because the former is broader than the latter . 
(Emphasis added) 

The court further notes that: "it must be borne in mind, however, especially in non- 
chemical cases, that t he words in a claim are generally not limited in their meaning 
by what is shown in the disclosure . The court then indicates: 

A good test and probably the only objective test, for "same invention" is 
whether one of the claims could be literally infringed without literally infringing 
the other. If it could be, the claims do not define identically the same 
invention. 

Utilizing the aforementioned test in the claims before the court, the court 

analyzed in the following manner. That is, the court stated: 

The first question is: Is the same invention being claimed twice? The answer 
isno. The patent claims are limited to pork . Appealed claims 7 and 10 are 
limited to meat, which is not the same thing . Claims 7 and 10 could be 
infringed bv m any processes which would not infringe anv of the patent 
claims, claim 11 is limited to beef. Beef is not the same thing as pork 
(emphasis added). 

As apparent in the examples given in the cited decision, "halogen" is not the 
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same as "chlorine" with "halogen" being generic or a broader term with respect to 
"chlorine" which is a species thereof or a narrower term, and likewise, "meat" is 
generic or a broader term in relation to "pork" which is species or a narrower term. 
In the present invention, applicants have utilized a generic term of "apparatus" 
having the recited features which is not limited to an "RF amplifier" of the patent 
which is necessarily a species of the generic term "Apparatus". Thus, in 
accordance with the aforementioned decision, the same invention is not being 
claimed twice and a rejection under 35 USC §101 is improper. Accordingly, 
applicants request withdrawal of the double patenting rejection under 35 USC §101, 
noting that with respect to any obviousness-type double patenting rejection which 
may be presented, a Terminal Disclaimer with respect to U.S. Patent No. 6.384.680 
has been previously submitted in this application . 

In view of the above amendments and remarks, applicants submit that ail 
claims present in this application should now be in condition for allowance and 
issuance of an action of a favorable nature is courteously solicited. 

To the extent necessary, applicants petition for an extension of time under 37 
CFR §1 .1 36. Please charge any shortage in the fees due in connection with the 
filing of this paper, to the Deposit Account of Antonelli, Terry, Stout & Kraus, LLP, 
Dep. Acct. No. 01-2135 (520.38879CX1), and please credit any excess fees to such 
deposit account. 



Respectfully submitted, 

ANTONELLI, TERRY, STOUT & KRAUS, LLP 




Melvin Kraus 
Reg. No. 22,466 

ANTONELLI, TERRY, STOUT & KRAUS, LLP 



MK/dks 
703-312-6600 
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